
United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 
Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 
www.uspto.gov 



APPLICATION NO. 


FILING DATE 


FIRST NAMED INVENTOR 


ATTORNEY DOCKET NO. 


. CONFIRMATION NO. 


10/771,650 


02/02/2004 


Gary L. Swoboda 


TI-14146F.2 


3693 



23494 7590 02/27/2007 

TEXAS INSTRUMENTS INCORPORATED 
P O BOX 655474, M/S 3999 
DALLAS, TX 75265 



EXAMINER 



BRITT, CYNTHIA H 



ART UNIT 



PAPER NUMBER 



2138 



SHORTENED STATUTORY PERIOD OF RESPONSE 



MAIL DATE 



DELIVERY MODE 



3 MONTHS 02/27/2007 PAPER 

Please find below and/or attached an Office communication concerning this application or proceeding. 

If NO period for reply is specified above, the maximum statutory period will apply and will expire 6 MONTHS 
from the mailing date of this communication. 



PTOL-90A (Rev. 10/06) 



Office Af*tif%n SSummarv 


Application No. 

10/771,650 


Applicant(s) 

SWOBODA ET AL. 


Examiner 

Cynthia Britt 


Art Unit 

2138 
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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
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- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 
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Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)D Responsive to communication(s) filed on . 

2a)D This action is FINAL. 2b)E3 This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
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DETAILED ACTION 
Double Patenting 

A rejection based on double patenting of the "same invention" type finds its 
support in the language of 35 U.S.C. 101 which states that "whoever invents or 
discovers any new and useful process ... may obtain a patent therefor ..." (Emphasis 
added). Thus, the term "same invention," in this context, means an invention drawn to 
identical subject matter. See Miller v. Eagle Mfg. Co., 151 U.S. 186 (1894); In re 
Ockert, 245 F.2d 467, 114 USPQ 330 (CCPA 1957); and In re Vogel, 422 F.2d 438, 164 
USPQ 619 (CCPA 1970). 

A statutory type (35 U.S.C. 101) double patenting rejection can be overcome by 
canceling or amending the conflicting claims so they are no longer coextensive in 
scope. The filing of a terminal disclaimer cannot overcome a double patenting rejection 
based upon 35 U.S.C. 101. 



Claim 1 is rejected under 35 U.S.C. 101 as claiming the same invention as that of 
claim 28 of prior U.S. Patent No. 5,329,471 . This is a double patenting rejection. 



Although the claim language is not exact, the claimed invention of the present 
application is fully encompassed within the limitations of the patented invention. 
See table below. 





Present Application 




U.S. Patent No. 5,329,471 


1. 


An emulation device 


28. 






comprising: 








a serial scan testability 




...a serial scan testability 




interface having at least first 




interface on-chip having at 
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and second scan paths; 




least first and second scan 








paths, 








said first scan path being 








provided for applying digital 








information to said at least one 








of the electronic devices for use 








in emulation of said at least one 








of the electronic devices, and 








said at least one of the 








electronic devices 




and state machine circuitry 




including state machine 




connected and responsive to 




circuitry on-chip which is 




said second scan path 




connected to said second scan 




generally operable for 




path, said state machine 




emulation control. 




circuitry having a sequence of 








states responsive to said 








secona scan pain ana 








providing control signals for use 








in emulation of said at least one 








of the electronic devices. 
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Conclusion 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Cynthia Britt whose telephone number is 571-272-3815. 
The examiner can normally be reached on Monday - Thursday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Albert Decady can be reached on 571-272-3819. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



Cynthia Britt z.-*-* 
Primary Examiner 
Art Unit 2138 




